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Utility patents are a strong form
of intellectual property because
they protect ideas as opposed to
expression. Having a patent
allows for protection for a peri-
od of roughly seventeen years
during which you can prohibit
other competitors from exploit-
ing your invention. You can also
license your patent rights to oth-
ers to exploit in exchange for
royalty payments. 

Keep in mind that utility
patents are also the most expen-
sive form of intellectual proper-
ty to acquire and maintain.
Most owners who profit from
patents are established busi-
nesses. While it is possible for
small independent inventors to
profit from a patent, there are
many so-called promoters who
fraudulently prey upon the
hopes, naivete, and inexperi-
ence of small inventors. If you
are considering getting a patent,
it makes sense to evaluate your

prospects for successfully
obtaining a patent and profiting
from it.

You can expect to pay at
least $5000 to obtain a utility
patent on a simple invention
that provides protection within
the United States and will prob-
ably will pay quite a bit more
than that. The cost of obtaining
a patent go up significantly
when the invention is complex
or when the patent examiner
raises patentability issues dur-
ing the examination (a common
occurrence). Obtaining patents
in other countries adds greatly
to the cost. Furthermore, there
are no guarantees that a patent
will issue. 

There are other risks to con-
sider when applying for a
patent. For example, you will
generally need to disclose how
to make and use your invention
which means that you can no
longer keep this knowledge
secret from potential competi-
tors. Also, enforcing patents
against infringers can be very
expensive. 

Any inventor should con-
sider whether the invention has
viable business prospects before
making the investment required
to obtain a patent. Many seem-
ingly-good ideas have little
hope of succeeding in the mar-
ketplace because of factors such
as alternative products, produc-
tion costs, and distribution
issues. This means you need to
evaluate the market for the
invention and consider details
such as how you or a licensee
would manufacture, distribu-
tion, and market the invention. 

In many cases, patents will
make sense for people and busi-
nesses who are planning to sell
or use the invention themselves.
One reason is that such inven-
tors do not need to depend on

other people to bring the inven-
tion to market. In this context, a
patent can keep other people
from knocking off your inven-
tion and allow you time to
establish a market presence for
the product or service. If the
invention is successful at a
regional or small-scale level,
you might be able use that suc-
cess to persuade other entities
to license the patent from you
should you not have the
resources or desire to expand.

Inventors who hope to
license a patent to other compa-
nies in lieu of exploiting it them-
selves need to put significant
thought into whether the poten-
tial gains justify the costs of
obtaining a patent. While
patents are licensed everyday, it
can be very difficult for small
inventors to get access to the
decisionmakers at potential
licensees. Contrary to what
some promoters may imply,
most companies have little
interest in licensing patents as a
means of developing new prod-
ucts or service lines, and patent-
ing a great idea is no assurance
that anyone of importance will
listen about your invention. If
you do intend to get a patent
that you plan to license to oth-
ers, be aware that finding a
licensee can take a lot of work.

Time Considerations
There are several statutory pro-
visions that may prevent you
from getting a patent. One
requirement in the United
States is that you must be the
first person to invent the inven-
tion. Unlike many other coun-
tries, the first person to file an
application will not be the per-
son who gets the patent if other
persons can prove they invent-
ed it first. This is why it is useful
to document the steps you take

in developing the invention.
In addition, United States

law gives inventors one year in
which to test the commercial
prospects of an invention before
filing an application. This
allows an inventor some time in
which to publish information
about the invention, use the
invention publicly, make a pub-
licly-available product from the
invention, or to offer such prod-
ucts for sale. Once this time
expires, you are no longer eligi-
ble to receive a patent. There-
fore, you usually will want file
an application as soon as rea-
sonably possible.

Consider Filing a Provisional
Patent Application
One way to obtain a filing date
at a reasonable expense is to file
a provisional patent applica-
tion. Such applications must
provide all the information
needed to describe the inven-
tion but avoid most of the for-
mal requirements associated
with a regular patent applica-
tion. They are less expensive to
prepare than a regular patent
application because there is no
need to prepare formal draw-
ings, claims, and prior art dis-
closures. The filing fee is signif-
icantly less as well.

The U.S. Patent and Trade-
mark Office (USPTO) will
assign a filing date once they
receive the application. The
applicant is then entitled to 12
months in which to file a regu-
lar patent application. Provi-
sional applications are not
examined on their merits and
the USPTO will not take action
other than a rudimentary check
for completeness. If a regular
patent application is not filed
within 12 months, the provi-
sional application will be
deemed abandoned and the

applicant will lose the right to
claim the filing date.

A provisional application
thus buys you some time to test
market or attempt to license an
invention before committing to
the expense of obtaining a
patent. If you find a ready mar-
ket for your invention or find
significant interest from poten-
tial licensees, then it likely
makes sense to pursue a patent.
If no one seems interested, you
will probably be better off not
investing in a patent. Keep in
mind that a regular patent
application will take several
weeks to prepare. So give your-
self some leeway and do not
count on using the entire 12
months to ascertain market
interest for your invention.

When Is It Better to File a
Regular Application First
Utility patents generally take
at least two years to issue once
the application is filed. If you
have a invention that is already
experiencing marketplace inter-
est, you should probably file a
regular application because you
will not have the legal right to
proceed against infringers until
the patent is granted. However,
if you allow the USPTO to pub-
lish your application, you may
be able to recover some dam-
ages from infringers by notify-
ing them and giving them a
copy of the application. You can
legally use the term “patent
pending” after filing a regular
or a provisional application.
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